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PRE-APPEAL BRIEF 
REQUEST FOR REVIEW 

Please enter these arguments in response to the Final Office Action mailed 
May 6, 2005 and conduct a pre-appeal brief conference. 
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REMARKS 

In the Final Office Action mailed May 6, 2005, the Examiner rejected pending 
claims 1, 3-25, 31 and 32 under 35 U.S.C. 103(a) as being unpatentable over an article 
entitled "Securing the Nimrod Routing Architecture" by Sirois et al. 

In making the rejection, the Examiner fails to address the "obtaining said 
information at a path sealer" recited in independent claim 1 , Sirois et al. fail to teach or 
suggest a path sealer let alone a path sealer that obtains information. Because this 
element is missing from Sirois et al. and is it shown in a secondary reference, the 
Examiner has failed to establish a prima facie case of obviousness. 

The Examiner asserts that the "obtaining a path to the source of said information" 
is taught by Sirois et al. on page 75, the first two paragraphs. These paragraphs describe 
the types of attacks a network may face that lead a user to experience a denial of service. 
Sirois et al. are concerned with providing a secure network that can survive attacks. {See 
page 74, column 2, first fiall paragraph.) The invention as claimed, on the other hand, is 
directed to providing secure information to a user. Nowhere in the cited passage does 
Sirois et al. describe a path to the source of said information. Because Sirois et al. are 
focusing on a different problem than that described in the application, it follows Sirois et 
al. do not teach or suggest this claim element. 

The Examiner also asserts that Sirois et al. teach "performing a security check 
regarding the path . . ." on page 75, last paragraph. Again, this citation does not teach 
what is claimed. Sirois et al. do make a broad sweeping statement about a security model 
but this passage fails to mention a security check regarding the path as recited in claim 1 . 
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Finally, the Examiner fails to provide 1) any motivation for modifying Sirois and 

2) any evidence demonstrating any motivation for modifying Sirois. First, the Examiner 
makes a conclusive statement that "[i]t is well known in the art to check paths by looking 
at the router for the motivation of getting information regarding path setting (because the 
router sets the paths)." This statement does not provide the requisite motivation. The 
question of why one of ordinary skill in the art would look to the router (to presumably 
check the path to secure information) is not answered by the Examiner's conclusion. 
Because the Examiner makes a circular argument instead of providing a proper 
motivating statement, the Examiner has failed to meet his prima facie burden. 

In addition, the Examiner cites to no evidence in support of this broad statement. 
Instead the Examiner makes a reference to what is presumably known by those of 
ordinary skill in the prior art. This is not evidence of the existence of proper motivation 
in the prior art. In re Lee, 211 F.3d 1338, 61 USPQ2d 1430 (Fed. Cir, 2002) (vacating 
and remanding a PTO Board of Patent Appeals and Interferences decision because it 
relied on conclusive statements of the knowledge of one of ordinary skill in the art rather 
than on evidence of record showing a proper motivation to combine). 

The Examiner has failed to provide 1) evidence of where every element recited in 
the claims is taught by Sirois et al., 2) provide any motivation to modify Sirois et al. and 

3) provide any evidence of where this motivation to modify Sirois et al. arises from the 
prior art. Therefore, the Examiner has failed to meet his prima facie burden in 
establishing a case of obviousness of the present claims in view of Sirois et al. and the 
rejections of the present claims should be withdrawn. 
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CONCLUSION 

Applicant respectfully requests reconsideration of the present application in a pre- 
appeal conference, withdrawal of the rejections made in the last Office Action and the 
issuance of a Notice of Allowance. 
Respectfully submitted, 

Douglas Makofka et al. 



Reg. No. 41,571 
Motorola, Inc. 
101 Tournament Drive 
Horsham, PA 19044 
P(215) 323-1840 
F (215) 323-1300 



Benjamin D. Driscoll 
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